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Introduction 
 

 This is a Cancellation proceeding in which Petitioner Economy Rent-A-Car, Inc. 

(“Petitioner”) has petitioned the U.S. Trademark Trial and Appeal Board (“TTAB”) to 

cancel Registration No. 3256667 for the mark registered and shown as follows: 

 

 The basis for the petition is the contention under 15 U.S.C. §1052(d) that the 

registered mark so resembles a mark and name (ECONOMY RENT-A-CAR) previously 

used in the United States and not abandoned as to be likely, when used in connection 

with the services rendered by the respective parties, to cause confusion, or to cause 

mistake, or to deceive.  See, Amended Petition For Cancellation, at ¶¶ 6-7.  In addition, 

the petition alleges that the Respondent, Emmanouil Kokologiannis And Sons, Societe 

Anonyme Of Trade, Hotels And Tourism S.A. (hereinafter “Respondent”) has 

abandoned the above-noted mark that was registered in the U.S. Patent and Trademark 

Office under Registration No. 3256667. See, Amended Petition For Cancellation, at 

¶¶4-5.  Respondent has disputed the likelihood of confusion between the parties’ marks 

and any abandonment of its own registered mark.  

 Respondent has filed a motion for summary judgment in this proceeding based 

upon the following three allegations:  (1) Petitioner lacks standing to assert the 

cancellation petition because it purportedly owns no rights in and to the mark 

(ECONOMY RENT-A-CAR) upon which it bases its claim of damage; (2) Petitioner 
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cannot claim “priority” of use of a confusingly similar mark because it did not acquire 

any interest in that mark prior to the Respondent’s own Section 67 priority date (August 

11, 2005); and (3),  Respondent has not abandoned the registered mark because it has 

been using the “legal equivalent” of that mark and the removal of wording from the 

mark, as it was registered, “does not alter the meaning of the mark as it will be 

perceived by customers or the general public”.1 

 

Statement Of Facts 

(The Business of Petitioner) 

  Petitioner (hereinafter also referred to as “Economy”) is a Delaware corporation 

that is in the business of providing vehicle rental and reservation services in a number 

of states, including the state of California. Economy is the United States operating 

company for a closely-held family of companies that was formed by Alejandro Muniz to 

provide global vehicle rental and reservation services.2    As part of that corporate 

family, Economy is responsible for the sub-licensing throughout the United States of 

“affiliate” companies which actually provide the rental vehicles under the service marks 

ECONOMY, ECONOMY RENT A CAR, and ECONOMY RENT-A-CAR. See, 

Declaration of Alejandro Muniz (hereinafter “Muniz Dec.”), at ¶4.  Among its 

                                            
1
  See Respondent’s Summary Judgment Motion, at p. 16. 

 
2
  In addition to the Petitioner, the “Economy family” consists of Proveedores Y 

Soluciones Dac S.A. (hereinafter “Proveedores”), a Costa Rican corporation which 
holds legal title to the federal registrations for ECONOMY RENT A CAR & Design (Reg. 
No. 3,786,010) and ECONOMY & Design (Reg. No. 3,846,482) and is tasked with the 
responsibility for obtaining and maintaining federal registrations for marks in the United 
States.  The corporate family also includes Economy Rent-A-Car Leasing, Inc., a 
Nevada corporation whose primary function is administrative in nature and includes the 
accounting and distribution of funds.  See Muniz Dec., at ¶¶1-3. 
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responsibilities within the “Economy family”, Petitioner not only locates new Affiliates for 

rental car operations, but also negotiates the Affiliate Agreements with third parties 

(including the licensing provisions therein) and supervises the compliance by licensees 

with the terms and restrictions in those agreements.  Id. 

 The Economy family’s global vehicle reservation services are provided via the 

internet, through a website which is owned, operated and maintained by Petitioner.  The 

rental vehicles are provided by Affiliate companies licensed by Petitioner to use the 

ECONOMY, ECONOMY RENT A CAR and ECONOMY RENT-A-CAR marks and they 

pay Petitioner a fee for the reservations fulfilled via the rentals.  They (the Affiliates) use 

signage provided by Petitioner and the latter routinely inspects the operations of the 

Affiliates to ensure they are using the licensed marks correctly.  Muniz Dec., ¶5. 

 As noted, Petitioner is the primary operating company within the United States.  

To enable Petitioner to fulfill its duties, Proveedores licensed Economy Leasing (the 

Nevada company) to not only use the family of “Economy” marks (which initially 

included inter alia the federally-registered ECONOMY and ECONOMY RENT A CAR 

marks), but more importantly the right and ability to further sub-license those marks to 

Economy (the Delaware company).  See Muniz Dec., at ¶6; see also, copies of the 

License and Sub-License attached to the Muniz Dec. as Exhibit 1 and Exhibit 2.   

 Initially, Economy’s operations were focused on the Florida market.  However, 

during the autumn of 2009, Mr. Muniz made a decision to enter the Los Angeles area 

with his company’s vehicle rental and reservation operations.  Before doing so, he 

investigated whether his company could lawfully use the ECONOMY and ECONOMY 

RENT A CAR marks, as well as the Petitioner’s corporate name and trade name 
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(Economy Rent-A-Car), in that area. At that time, he became aware of a company 

(UDBC, Inc.) that had a telephone listing on YellowPages.Com under the name 

“Economy Rent A Car” in Van Nuys, California. See, Muniz Dec., at ¶7. 

 In order to confirm the operational existence of UDBC and when it had begun 

using the Economy name or mark, Mr. Muniz traveled to Van Nuys in mid-June of 2010 

and determined not only the existence of the rental car operation, but also that it had 

been continuously active at that location for a number of years using the service mark 

ECONOMY RENT-A-CAR.   After determining who owned the Van Nuys rental car 

operation (i.e., UDBC, Inc.), Mr. Muniz then made a decision to purchase the rights in 

that mark.  That decision was dictated not only by Mr. Muniz’s desire to secure the 

goodwill in the ECONOMY RENT-A-CAR mark (with and/or without hyphens) in Van 

Nuys, but also by the need to acquire sufficient trademark common law rights in the 

name and mark within the state of California to enable Petitioner to lawfully negotiate 

future Affiliate licensing agreements in the Los Angeles area. Muniz Dec., ¶7. 

 Following negotiations and agreed upon terms for the sale, UDBC, Inc. executed 

written Assignments to Proveedores of UDBC’s common law rights in the ECONOMY 

RENT-A-CAR mark and that company’s state registration for the mark.3   As part of the 

aforesaid negotiations, Proveedores agreed to grant, through its existing licensee and 

sub-licensee organization, a royalty-free license back to UDBC to use the Economy 

family of marks (i.e., ECONOMY, ECONOMY RENT A CAR and ECONOMY RENT-A-

CAR).  In order to fulfill the terms of that Agreement, Proveedores authorized the 

Nevada and Delaware licensees to use and license the newly-acquired mark.  A written 

                                            
3
  A copy of the Assignment from UDBC, Inc. to Proveedores was submitted by 

Respondent as Exhibit 24 to its Motion For Summary Judgment.  



6 
 

License was subsequently granted to UDBC by Petitioner Economy to enable UDBC to 

continue to use the ECONOMY RENT-A-CAR mark, as well as to use the registered 

ECONOMY and ECONOMY RENT-A-CAR marks, in the Van Nuys area where UDBC 

had long done business.  Muniz Dec., ¶8; see also, copy of the License to UDBC from 

Petitioner attached to the Muniz Dec. as Exhibit 3.   

 While a written license/sublicense was not executed immediately upon acquiring 

the ECONOMY RENT-A-CAR mark, the license/sublicense was immediately  

authorized, made and approved by Mr. Muniz (as President of both Proveedores and 

Economy Leasing) well prior to the date of the above-noted written License granted to 

UDBC, Inc.  To clarify and further evidence that fact, a License nunc pro tunc and a 

Sub-License nunc pro tunc have since been executed by Mr. Muniz, as shown in 

Exhibits 4 and 5 to the Muniz Dec.  See, Muniz Dec., at ¶9.4 

 The Assignment from UDBC, Inc. enabled Petitioner, through its license, to 

lawfully enter the California market and begin negotiating/granting new licenses to use 

the marks ECONOMY, ECONOMY RENT-A-CAR, and ECONOMY RENT A CAR mark 

in that state (which  it did beginning in April of 2012). The subsequent California Affiliate 

Agreements granted by the Petitioner involved the licensing not only of the registered 

ECONOMY and ECONOMY RENT A CAR marks in their stylized form, but also in plain 

                                            
4
  As noted by the TTAB concerning an analogous situation involving an 

assignment nunc pro tunc, in Hotel Corporation of America v. Inn America, Inc., 153 
USPQ 574, 578 (TTAB 1967): "’Nunc pro tunc’", literally speaking, means now for then. 
A nunc pro tunc assignment in practice and as meant in law is an assignment made 
now of something which was previously done, to have effect as of the former date. The 
purpose of such an assignment is to make the record show something which actually 
occurred, but has been omitted from the record through inadvertence or mistake. See: 
67 Corpus Juris Secundum, pages 1 and 2; and Black's Law Dictionary, Third Edition 
(1933).”  The submission herewith of the licensing nunc pro tunc documents renders 
Respondent’s “Statement Of Undisputed Facts” No. 18 incorrect. 
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block lettering—which was enabled by the acquisition of the common law service mark 

rights from UDBC, Inc.  See, Muniz Dec., ¶10.  Those licensed affiliates in California 

have since made their payments directly to Petitioner (who routinely inspects their 

facilities for compliance with the licenses that have been granted to them).  Not only 

does the Petitioner provide the signage for Affiliates, but it also pays for the internet 

advertising that drives potential customers to those Affiliates.   This is true not only for 

the California Affiliates (including UDBC, Inc.), but also for those located in other states, 

such as Florida, California, Pennsylvania, New York, Minnesota, Oklahoma, Alaska, 

Hawaii and Ohio. See, Muniz Dec., ¶11. 

 

 (The Business of Respondent) 

 Respondent is a Greek company that owns federal Registration No. 3,256,667 

for the mark ECONOMY CAR RENTALS RENTAL-HIRE-RENT A CAR-

AUTOVERMIETUNG-MIETWAGEN & Design.  It is in the business of providing over the 

internet reservations for rental cars which it facilitates through arrangements with 

independent rental car companies (who it refers to as “subcontractors”).5  Respondent 

relies on these “subcontractors” to actually provide the rental vehicles—which they do 

under their own trademarks (not the Respondent’s mark).  As it admits, 

“Respondent…has not, to date, provided vehicles for rental in the U.S. under 

Respondent’s Mark in the exact form it was registered.”  See Admission Response No. 

82, attached to the Declaration of Melissa Alcantara (“Alcantara Dec.”) at Ex. 1.  

                                            
5  Examples of such “subcontractors” identified by Respondent during discovery 
include independent rental car companies such as Dollar Thrifty Automotive Group, Inc.  
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 Respondent has no employees that reside in the United States and it owns no 

vehicles that are rented in the United States.  See Interrogatory Answer No. 25, 

Alcantara Dec. at Ex. 2, and Document Request Response Nos. 34 and 35, Alcantara 

Dec. at Ex. 3.  It conducts no “print” advertising in the United States.  See Interrogatory 

Answer No. 8, Alcantara Dec. at Ex. 2, and Admission Response Nos. 3 and 84, 

Alcantara Dec. at Exs. 4 and 5, respectively.  Indeed, Respondent admits that it has no 

documents that show any printed advertisements for any of its services that have been 

published or distributed in the United States within the past ten years that display the 

mark as registered under Registration No. 3,256,667.   See supplemented Document 

Request Response No. 49, Alcantara Dec. at Ex. 6. 

 Respondent admits that it has no documentary evidence of any of its customers 

booking the rental of a car in the United States prior to 2009 (see Admission Response 

No. 26, Alcantara Dec. at Ex. 7), and claims that its first rental of a vehicle in the United 

States to any resident of this country did not occur until February 28, 2009.  See 

Admission Response No. 114, Alcantara Dec. at Ex. 8.  Since that time, Respondent 

has entered the Los Angeles area with its vehicle reservation services (and those 

rentals are offered to the same class of customers as those of Petitioner).  See 

Admission Responses Nos. 60-62 and 80, Alcantara Dec. at Ex. 1. 

 What became clear during the course of discovery is that Respondent has not 

used for many years the mark actually registered under Registration No. 3,256,667 for 

any of the services recited in that registration.6  The only printed display of any of 

                                            
6  This nonuse of the mark as registered under Registration No. 3,256,667 is 
relevant to this proceeding because Petitioner has claimed that Respondent abandoned 
the registered mark.  See, Amended Petition For Cancellation, at ¶ 5. 
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Respondent’s marks in connection with the rental of a vehicle in the United States is on 

the “Voucher Contracts” that a customer carries with him or her to the subcontractor 

rental car company.  See Interrogatory Answer No. 28, Alcantara Dec. at Ex. 2; 

Document Request Response No. 5, Alcantara Dec. at Ex. 3.  However, Respondent 

has since admitted that none of those Voucher Contracts display the mark as it was 

actually registered in the PTO.7  See Admission Response No. 11, Alcantara Dec. at 

Ex. 4; see also, Document Request Response Nos. 40 and 48, Alcantara Dec. at 

Exhibits 10 and 11, respectively.   

 This nonuse of the mark as it was registered under Registration No. 3256667 

was expressly admitted at page 16 of Respondent’s summary judgment brief wherein it 

conceded that “Respondent’s mark in the exact form in which it was registered has 

been in use since at least as early as February 5, 2013.”8  Thus, the first use—and 

perhaps the only use—by Respondent of the mark in its registered format did not take 

place until almost 5 1/2 years after the registration was obtained. 

 Respondent casually dismisses its nonuse of the registered mark with the self-

serving conclusion that the mark it uses is the “legal equivalent” of the mark as actually 

                                            
7  Respondent also has admitted that its subcontractors do not use the 
Respondent’s mark as it was registered under Reg. No. 3,256,667.  See Supplemental 
Admission Response No. 38, Alcantara Dec. at Ex. 9. 
 
8
  The alleged use by Respondent of the mark in its registered form occurred only 

on February 5, 2013 and appears to have been made solely to enable Respondent to 
file its Declaration of Continued Use Under Section 71 in the U.S. Patent and 
Trademark Office in connection with maintaining Registration No. 3256667.  
Respondent has submitted no evidence to show any further or ongoing use of the mark 
in its registered format. 
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registered.9  See Admission Response No. 11, Alcantara Dec. at Ex. 4; see also, 

Admission Response Nos. 9 and 54, Alcantara Dec. at Exhibits 4 and 13, respectively. 

 The mark as registered under Registration No. 3,256,667 is as follows: 

 

 

 

The mark that Respondent claims to be the “legal equivalent” of the above-noted 

registered mark is as follows: 

 

Respondent argues, at page 16 of its summary judgment brief, that the removal of all 

the German language wording from its mark “does not alter the meaning of the mark as 

it will be perceived by customers or the general public”, yet submits no evidence 

whatsoever to prove or support such a conclusion on its part.  In other words, no 

survey, study or other extrinsic evidence has been proffered by Respondent in 

connection with the public perception of the mark in its altered form. As discussed 

further below, Petitioner submits that Respondent’s complete removal of the German 

                                            
9  This so-called “legal equivalent” mark is also the mark that is used on 
Respondent’s website and which has appeared on the website for at least the past four 
years.  See Supplemental Admission Response Nos. 30, 31 and 32, Alcantara Dec. at 
Ex. 12. 
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language wording from the registered mark significantly and materially altered the 

commercial impression of that mark, not only as to sight and sound, but also as to 

meaning or connotation to consumers.   

 

Summary Of Argument 

 
 

1. Contrary to Respondent’s contention, Petitioner possesses sufficient interest in 
the mark ECONOMY RENT-A-CAR to establish its “standing” to assert a claim for 
cancellation of Respondent’s registration on the basis of likelihood of confusion under 
15 U.S.C. §§1064(1) and (3). 
 
2. Contrary to Respondent’s contention, Petitioner is entitled to rely upon the 
acquisition of rights in the pleaded mark by its predecessor-in-interest in order to 
establish “priority”. 
 
3. Contrary to Respondent’s contention, the only mark that Respondent now uses 
(and has used for at least the past five years) is not the “legal equivalent” of the mark 
that was registered under Registration No. 3256667. 
 
 
 

Argument 
 

I. Petitioner Has A Sufficient Commercial Interest In The Service Mark 
 ECONOMY  RENT-A-CAR To Establish Its “Standing” To Seek The 
 Cancellation Of Respondent’s Registration. 
 
 As explained supra, Petitioner is the United States operating licensee of the 

ECONOMY RENT-A-CAR service mark and it is the entity which promotes it in 

California (as well as throughout the country) through its own licensed affiliates who, in 

turn, rent vehicles to the general public under that mark.  See Muniz Declaration.  The 

mere fact that it does not “own” the mark is certainly not determinative of its “standing” 

to assert rights in that mark.  As noted by Prof. McCarthy: “Even a party with no direct 

proprietary ownership interest in a trademark can have standing to oppose if it meets 
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the requirement of having a real commercial interest and is not merely an intermeddler”.  

See, J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, §20.7 at 

p. 20-20 (4th ed. 2007); see also, National Cable Television Association v. American 

Cinema Editors Inc., 937 F.2d 1572, 19 U.S.P.Q.2d 1424, 1428 (Fed. Cir. 1991).  Prof. 

McCarthy then correctly observes that even “a licensee has standing to oppose, based 

on its own use of a mark.”  Id.; see also, Syngenta Crop Protection, Inc. v. Bio-Check, 

LLC, 90 U.S.P.Q.2d 1112 (TTAB 2009).  The facts as set forth in the Declaration of 

Alejandro Muniz render it abundantly clear that Petitioner had and has a “real 

commercial interest” in the mark being asserted in this cancellation proceeding. 

 The Federal Circuit has enunciated a liberal threshold for determining standing, 

namely, whether a plaintiff's belief in damage has a reasonable basis in fact and reflects 

a real interest in the case. See, Ritchie v. Simpson, 170 F.3d 1092, 50 U.S.P.Q.2d 1023 

(Fed.Cir. 1999).  As a direct competitor of Respondent10, Petitioner certainly has an 

interest in the outcome of these proceedings well beyond the public in general and that 

is sufficient to provide it with “standing” in this case.  Books On Tape, Inc. v. The 

Booktape Corp., 836 F.2d 519, 520, 5 U.S.P.Q.2d 1301, 1302 (Fed.Cir. 1987).     

Accordingly, Petitioner has standing to assert the claims it has made under the Lanham 

Act. 

 Notwithstanding the “liberal” treatment of standing that is applied to a party’s 

ability to assert a claim for cancellation of a registration under the Lanham Act, 

                                            
10

  Respondent concedes, at page 2 of its summary judgment motion, that 
“Petitioner and Respondent are both in the business of selling car rental services.”  
Thus, there is no genuine dispute as to the direct competitive relationship between 
these two parties. 
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Respondent argues that there is no evidence that Petitioner acquired any proprietary 

rights in the asserted mark.  Respondent bases that contention on its assertion that 

there has been no documentary evidence produced during discovery of any license 

granted to Petitioner by its predecessor and/or related companies to use such a mark 

(either directly or via its own licensees).  That contention has now been specifically 

refuted by the Licenses attached as Exhibits 4 and 5 to the Muniz Declaration.11  

Petitioner not only obtained the sublicensed right to use the ECONOMY RENT-A-CAR 

mark, but also the right to grant additional licenses to use that mark—which it did in 

connection with several California companies.12 

 

 
II. Petitioner May Rely Upon The Acquisition Of Rights In The Pleaded Mark 
 By Its Predecessor-In-Interest In Order To Establish Its Own “Priority”. 
 
 The Declaration of Robert (“Bob”) Martyn submitted herewith clearly 

demonstrates that Petitioner’s predecessor (UDBC, Inc.) adopted and continuously 

used the pleaded mark ECONOMY RENT-A-CAR in connection with the rental of 

vehicles since at least as early at 1994—more than a decade prior to Respondent’s own 

claimed priority date regarding the registered mark sought to be cancelled.  Indeed, 

Respondent does not challenge such trademark usage by Petitioner’s predecessor—

                                            
11

  To the extent that Respondent may argue that the nunc pro tunc transfer of rights 
should have been undertaken before discovery closed, that argument is unavailing.  As 
noted in Hotel Corporation of America, Inc., supra at 578; “While these assignments 
were executed only nine days before the taking of applicant's testimony, this is not 
controlling if, in fact, they reflect what actually occurred or was intended to occur on 
those past dates. 
 
12

  Both Allied Rent A Car, Inc. and UDBC, Inc. were granted licenses to use 
ECONOMY RENT-A-CAR in California by Petitioner in 2012 and 2013.  See Exhibits 6 
and 3, respectively, to the Muniz Dec.  Both companies remain licensees of Petitioner. 
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nor does it challenge the validity of the Assignment of the ECONOMY RENT-A-CAR 

trademark from UDBC, Inc. to Petitioner’s licensor, Proveedores (via Economy 

Leasing). 

 Mr. Martyn, in his Declaration, notes that his company’s trade name and service 

mark ECONOMY RENT-A-CAR were adopted and initially used in December of 1993. 

He further stated that both that name and mark have been used with, and without, 

hyphens between the words “Rent A Car”.  See Declaration of Robert (“Bob”) Martyn 

(hereinafter “Martyn Dec.”), at ¶3. 

 Mr. Martyn, by way of his Declaration, further explains and describes his use of 

the ECONOMY RENT-A-CAR mark and name over the years.  He notes that since 

1994, his company has continuously had exterior pole signage at its place of business 

that displayed the mark ECONOMY RENT-A-CAR and that such signage is easily seen 

by travelers on Sepulveda Boulevard (a major highway).  Moreover, Mr. Martyn states 

that since 1994, his company has answered its phones by saying “Economy Rent A 

Car” and has continuously corresponded with its suppliers using the trade name 

“Economy Rent-A-Car”.  Significantly, Mr. Martyn states that his company began 

advertising its ECONOMY RENT-A-CAR name and service mark in printed telephone 

directories (Yellow Pages and White Page listings) in 1994 and attaches representative 

copies of the directories (directory covers and his company’s listings/advertisements) as 

Exhibit 3 to his Declaration.  See, Martyn Dec., at ¶4.13 

 Finally, Mr. Martyn, in his Declaration, explains that in addition to his company’s 

many advertisements in telephone directories over the years, it promoted the 

                                            
13

 The authenticity of such directory covers and listings/advertisements is not in dispute.  
See Admission Responses Nos. 100-113, Alcantara Dec. at Ex. 14. 
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ECONOMY RENT-A-CAR mark via advertising flyers between 1994 and the present 

date.  According to Mr. Martyn, Rental Car Agreements were also used by his company 

for many years in connection with each and every rented vehicle and they displayed the 

ECONOMY RENT-A-CAR mark on them.  Martyn Dec.,¶5. 

 In view of the foregoing, there can be no genuine dispute that UDBC, Inc. 

acquired rights in the name and mark ECONOMY RENT-A-CAR long before 

Respondent ever used the mark registered under Registration No. 325667.  

Notwithstanding that fact, Respondent apparently contends that Petitioner itself had to 

have acquired its own interest in its predecessor’s mark in order to establish “priority”.  

That is simply not the law. 

 Respondent relies upon the decision rendered in Top Tobacco LP v. North 

Atlantic Operating Co., 101 USPQ2d 1163 (TTAB, 2011) for the proposition that 

Petitioner must prove its own interest in the pleaded mark was “obtained prior to 

Respondent’s priority date”. See, Respondent’s Motion For Summary Judgment, at p. 

11.  That case, however, did not involve a claim based on a predecessor-in-interest’s 

priority trademark rights.  

 It is black letter law that a party can assert whatever priority trademark rights that 

its predecessor had in a mark.  See 3 J. Thomas McCarthy, McCarthy on Trademarks 

and Unfair Competition § 18:15 (4th ed. 2013) (recognizing, for example, that following 

the proper assignment of a trademark and its good will, an assignee “succeeds to all the 

rights and priorities” of the assignor); see also McNeil-PPC, Inc. v. Walgreen Co., 

Opposition No. 91184978, 2013 TTAB LEXIS 29, at *11 (T.T.A.B. Jan. 22, 2013) 

(finding that licensee established priority based on its predecessor’s prior use of the 
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mark); Sara Lee Corp. v. Berkshire Fashions, Inc., Opposition No. 69,529, 1988 TTAB 

LEXIS 80, *22 (Apr. 27, 1988) (finding that the use of the mark ENERGIZER by the 

opposer’s predecessor in interest was sufficient to demonstrate opposer’s priority of use 

in the mark). 

 As noted supra, Petitioner’s predecessor (UDBC) used the ECONOMY RENT-A-

CAR mark since at least as early as 1994 – long before Respondent’s alleged Section 

67 priority date (August 11, 2005).  The ECONOMY RENT-A-CAR mark, including the 

goodwill of the business associated with it, was then assigned to Proveedores, who in 

turn licensed that mark to Petitioner.  Accordingly, Petitioner, who currently uses the 

mark through its sublicensed affiliates, can claim priority dating back to UDBC’s first use 

of the ECONOMY RENT-A-CAR mark in at least as early as 1994.  Respondent does 

not question UDBC, Inc.’s long use of the mark, nor has it challenged the validity of the 

Assignment.  Accordingly, Petitioner can properly claim priority of use in this action. 

 
 
III. Respondent Has Abandoned Use Of The Registered Mark ECONOMY CAR 
 RENTALS RENTAL-HIRE-RENT A CAR-AUTOVERMIETUNG-MIETWAGEN 
 & Design Through Its Use Of An Abridged Mark That Is Not The Legal 
 Equivalent Of The Registered Mark. 
 

 Petitioner has alleged, by way of its Amended Petition For Cancellation, that 

Respondent abandoned its registered mark due to nonuse, with no intent to resume use 

of the mark.  See, Amended Petition For Cancellation, at ¶5.  While Respondent seeks 

summary judgment in its favor on this issue, Petitioner believes that its claim has been 

established during the course of discovery in this proceeding. 
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 In responding to Petitioner’s request for admissions, Respondent claimed that it 

“presently offers its services, including rental car services, under the Registered Mark to 

the general public in the U.S. “because the legal equivalent of the Registered Mark is in 

use.”  See Admission Response No. 54, Alcantara Dec. at Ex. 13.  Respondent further 

claimed that its services had been purchased by U.S. residents since 2004 – “such 

services being offered and sold under a word-mark equivalent of Registrant’s Mark” and 

that those services were advertised on its web page “using the legal equivalent of 

Registrant’s Mark” since early 2008.  See Admission Response No. 9, Alcantara Dec. at 

Ex. 4.  Indeed, Respondent stated that the only documents it used or displayed for “car 

rental services” were the Voucher Contracts brought by its customers to the car rental 

service points of Respondent’s subcontractors. As already noted, however, Respondent 

then admitted that those Voucher Contracts displayed only “the legal equivalent” of the 

registered mark, rather than the mark as actually registered under Registration No. 

3,256,667.  See Document Request Supplemental Response No. 40, Alcantara Dec. at 

Ex. 15; see also, Document Request Response No. 48, Alcantara Dec. at Ex. 11, 

admitting that Respondent had no Voucher Contracts displaying the mark as it was, or 

is, registered. 

 The “legal equivalent” mark that Respondent claims to have been using since 

July 27, 200514, and is now using, in connection with its car rental and reservation 

services is: 

 
                                            
14

  See pages 15-16 of Respondent’s Motion For Summary Judgment. 
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See, Supplemental Admission Response No. 31 and Exhibit 4 thereto, Alcantara Dec. 

at Ex. 12. See also, Admission Response Nos. 54 and 96, Alcantara Dec. at Exs. 13 

and 5, respectively.  Respondent has also admitted that customers “routinely refer to 

Respondent as ‘Economy Car Rentals’”.  See, Admission Response No. 68, Alcantara 

Dec. at Ex. 5. 

 The alleged “legal equivalent” mark removes, of course, all of the German 

language wording from the registered mark, namely “AUTOVERMIETUNG-

MIETWAGEN” (as well as the wording “Rental-Hire-Rent A Car”).  Thus, the question is 

whether the mark that Respondent has been using over the past five years, and is now 

using, in connection with rental car services is in both fact and law the “legal equivalent” 

of the registered mark.  If it is not, then the registered mark has been abandoned for 

those services. 

 In determining whether one mark is the “legal equivalent” of another mark, the 

TTAB may compare the two marks visually and phonetically to determine whether the 

allegedly equivalent mark “creates the same, continuing commercial impression such 

that the consumer would consider them both the same mark”.  In re Dial-A-Mattress 

Operating Corp., 240 F.3d 1341, 1347 (Fed. Cir. 2001) (“[N]o evidence need be 

entertained other than the visual or aural appearance of the marks themselves.”).  This 

side-by-side analysis requires more than the two versions of a mark be “confusingly 

similar”.  Instead, the previously used mark must actually be indistinguishable from the 

later mark.  As the court noted in Van Dyne-Crotty, Inc. v. Wear-Guard Corp., 926 F.2d 

1156, 1159 (Fed. Cir. 1991): the two marks must create ‘the same continuing 
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commercial impression” and the second version of a mark should not “materially differ 

or alter the character” of the original mark. 

 In Van Dyne-Crotty, the Federal Circuit held that the abridged mark CLOTHES 

THAT WORK was not the “legal equivalent” of the mark CLOTHES THAT WORK. FOR 

THE WORK YOU DO.  The court rejected any notion that equivalency could be found 

simply because one version of the mark included a portion of the prior mark.  In finding 

that the purchasers “would clearly differentiate” the two marks, the court affirmed the 

TTAB’s ruling that the marks were not legally equivalent.15  

 Respondent may argue that both the old and new versions of its mark contain the 

same elements—namely, the words “Economy Car Rentals” and the design feature.  

However, the Board must consider and evaluate the “overall commercial impression” of 

both marks, rather than focusing simply on a portion of those marks.  See, Ilco Corp. v. 

Ideal Security Hardware Corp., 527 F.2d 1221 (CCPA, 1976) (finding HOME 

PROTECTION CENTER not a legal equivalent of HOME PROTECTION HARDWARE). 

 In the present case, the Respondent has removed from its registered mark all of 

the German wording (what it refers to as “accessory wording”).16  That wording not only 

alters the visual and aural presentation of the mark, but also the foreign or German 

“connotation” conveyed by the registered mark. The German words 

“AUTOVERMIETUNG” (car hire) and “MIETWAGEN” (rented car) clearly convey a 

                                            
15

  While the Van-Dyne Crotty case involved “tacking” instead of “abandonment”, the 
principles underling the doctrine of legal equivalency remain the same.  See, Iowa 
Health System v. Trinity Health Corp., 177 F.Supp.2d 897, 922 (N.D. Iowa, 2001). 
  
16

  Respondent contends, at page 16 of its Summary Judgment Motion, that such 
“accessory wording only provides a small increment of linguistic familiarity for certain 
customers.”  This cryptic remark goes unsupported by any evidence. 
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commercial impression that the business associated with the mark is foreign or German 

in nature (as well as location).  That information is, of course, completely lost in the 

abridged mark, rendering the unregistered version more general and expansive in 

nature.  When, as here, the abridged mark is less informative than the original mark, 

legal equivalency is lost.  See, Bell Inc. v. Bell Packaging Corp., 2004 TTAB Lexis 633, 

*15 (TTAB, 2004)(non-precedential) (BELL, INC. found not to be the legal equivalent of 

BELL PAPER BOX, INC.); see also, American Paging, Inc. v. American Mobilphone, 

Inc., 13 USPQ2d 2036 (TTAB, 1989), aff’d unpublished, 17 USPQ2d 1726 (Fed. Cir. 

1990) (noting that even though AMERICAN MOBILPHONE and AMERICAN 

MOBILPHONE PAGING were “visually barely distinguishable, they are distinguishable 

when spoken” and one version was, in terms of connotation, more informative than, and 

hence legally different from, the other version). 

 The complete removal of the German wording from the registered mark alters the 

appearance, pronunciation and connotation of the overall mark.  Accordingly, there can 

be no doubt that such abridgement of the registered mark is a material alteration of it, 

thereby precluding a finding that both marks are “legal equivalents” of each other. 

Respondent’s own use of the ® symbol along with the registered mark, but a ™ symbol 

along with the abridged mark, in itself recognizes that the marks are not equivalent.  

Compare screenshot of Respondent’s website dated February 5, 2013 with screenshot 

of Respondent’s website dated February 9, 2013 attached within Exhibit 27 to the 

Declaration of Sharon Gobat, submitted in support of Respondent’s motion. 

 Because they are not, as a matter of law, legal equivalents, there was no use of 

the registered mark by the Respondent in connection with car rental services for a 
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number of years.  As noted above, the first use—and perhaps the only use—by 

Respondent of the mark in its registered format did not take place until February 5, 

2013, almost 5 1/2 years after the registration was obtained.  Moreover, there is no 

credible evidence that Respondent ever intended to resume whatever use it might have 

previously made of the mark in its registered form.  A prima facie case of abandonment 

of the registered mark has, therefore, been established.  See 15 U.S.C. § 1127 

(“Nonuse for 3 consecutive years shall be prima facie evidence of abandonment.”); see 

also SaddleSprings, Inc. v. Mad Croc Brands, Inc., 104 U.S.P.Q.2D (BNA) 1948, 1951-

52 (T.T.A.B. 2012) (stating that, once a U.S. registration issues based on Section 66(a), 

the registration is subject to the same grounds for cancellation as those registrations 

issued under Section 1 or Section 44(e), including abandonment based on nonuse).17  

                                            
17

  In addition to the foregoing, it may be questioned whether Respondent can even 
rely upon the doctrine of legal equivalency to maintain a mark registered under Section 
66.  As noted in Section 1609.02 of the Trademark Manual of Examining Procedure, the 
IB’s Guide to the International Registration of marks under the Madrid Agreement and 
the Madrid Protocol (2008), Para. Bll. 69.02 provides that an International Registration 
cannot be amended in any way and “[i]f  the holder wishes to protect the mark as 
recorded in any form which differs, even slightly, from the mark as recorded, he must 
file a new international application.”   
 
 Respondent may well argue that it can “tack on” its earlier use of the abridged 
mark to its later use of the registered mark to avoid the presumption of abandonment.  
However, that argument, too, would depend on whether the two marks are “legal 
equivalents”.  See Louangel Inc. v. Darden Restaurants Inc., 105 U.S.P.Q.2d (BNA) 
1809, 1813 (S.D. Tex. 2013) (noting the Federal Circuit’s statement that tacking is only 
“occasionally permitted” in the “rare instances” where the old and new formats are “legal 
equivalents” [citation omitted]); Van Dyne-Crotty, 926 F.2d at 1160 (“[T]acking in 
general should be condoned only in ‘rare instances.’”); American Paging, Inc., 13 
U.S.P.Q.2D (BNA) at 2038 (stating that tacking has been permitted only in “rare 
circumstances”).  Indeed, the circumstances in which a mark may be tacked to another 
have been described as “exceptionally narrow” and the standard is “exceedingly strict”.  
Louangel, 105 U.S.P.Q.2d (BNA) at 1813.  Because Respondent’s abridged mark and 
registered mark are not legal equivalents, Respondent cannot rely on the doctrine of 
tacking to avoid the presumption of abandonment. 
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Respondent argues that the “Board can decide purely as a matter of law whether trial 

on the issue of abandonment is required in this case” in light of the above-noted 

changes to the registered mark.  If that is a correct proposition, then Petitioner requests 

the Board to enter summary judgment in favor of the Petitioner and cancel Registration 

No. 3256667 accordingly. 

Conclusion 

 

 Respondent’s three arguments advanced in support of its summary judgment 

motion fail because the evidence submitted by Petitioner contradicts each of them.18  

Initially, the right to use and license the asserted mark ECONOMY RENT-A-CAR was 

granted or authorized by Proveedores to Petitioner (via the Nevada company) 

immediately upon acquisition of that mark from UDBC, Inc. and evidentiary confirmation 

of that fact is set forth in the License and Sublicense nunc pro tunc documents filed with 

the Muniz Declaration.  Secondly, the Petitioner’s predecessor (UDBC, Inc.) acquired its 

interest in the asserted mark a decade before the Respondent’s alleged priority claim in 

its own registered mark and Petitioner is entitled to rely upon its predecessor’s priority 

rights.  Finally, the mark used by Respondent is not the “legal equivalent” of the mark 

registered by it because the two marks do not convey or create the same continuing 

commercial impression (and Respondent has submitted no evidence to suggest that 

they do).  Having admitted that it did not use the mark as registered for at least 5 1/2 

                                            
18

  “The evidence submitted by the non-movant, in opposition to a motion for 
summary judgment, ‘is to be believed, and all justifiable inferences are to be drawn in 
[its] favor’."  Opryland USA Inc. v. The Great American Music Store, Inc., 970 F.2d 847, 
849, 23 U.S.P.Q.2d 1471 (Fed. Cir. 1992).  
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years after it was registered, and having not even suggested that it intends to do so in 

the future, the registered mark has been abandoned. 

 In view of the foregoing, Petitioner respectfully requests that the TTAB not only 

deny the summary judgment motion filed by Respondent, but that it also find that the 

mark set forth in Registration No. 3256667 has been abandoned and grant the 

cancellation of it.  

 

Dated:  June 6, 2014    Respectfully submitted, 

 
 
 /Melissa Alcantara/    
Samuel D. Littlepage, Esquire 
Melissa Alcantara, Esquire   
DICKINSON WRIGHT PLLC 
International Square Building  
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Washington, D.C.  20006-5420 
Tel: (202) 457-0160 
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Email: slittlepage@dickinsonwright.com 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
  

) 
ECONOMY RENT-A-CAR, INC. ) 

) 
Petitioner, ) 

) 
v. ) Cancellation No. 92055558 

) 
EMMANOUIL KOKOLOGIANNIS ) Registration No. 3256667 
AND SONS, SOCIETE  ) 
ANONYME OF TRADE,  ) 
HOTELS AND TOURISM S.A. ) 

) 
Respondent. ) 

 ) 

 

CERTIFICATE OF SERVICE 

 The undersigned hereby certifies that a true and correct copy of the foregoing 

PETITIONER’S MEMORANDUM IN OPPOSITION TO RESPONDENT’S MOTION 

FOR SUMMARY JUDGMENT was served this 6th day of June, 2014, upon 

Respondent’s counsel of record, via email, fax transmission and first class mail, postage 

prepaid, as identified below: 

John Moetteli 
Sharon Gobat 

Da Vinci Partners LLC 
Rathausgasse 1 
CH-9320 Arbon 

Switzerland 
Fax:  +41 71 230 1001 

Email:  moetteli@davincipartners.com 
Email:  gobat@davincipartners.com 

 
 
Date:  June 6, 2014      /Melissa Alcantara/ 

Melissa Alcantara, Esquire 
Counsel for Petitioner 
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